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A. Foundation Principles

1. Constitutional Basis


Trade-Mark Cases, 100 U.S. 82


2. Common Law/Use-Based System
a. Hanover Star Milling v. Metcalf, 240 U.S. 403


b. United Drug v. Rectanus, 248 U.S. 90

3. Federal Preemption of State Laws


Sears Roebuck v. Stiffel, 376 U.S. 225

4. Policy Justifications for protection of trademarks
B. Major Trademark Legislation

1. Lanham Act of 1946 (codified in 15 USC 1051 et. seq.)

2. Trademark Law Revision Act of 1988

Intent to use filing

3. Federal Trademark Dilution

4. Anticybersqatting Legislation

5. Anti-Counterfeiting Amendments 

C. Trademark Subject Matter

Qualitex v. Jacobson, 514 U.S. 159

D. Spectrum of Distinctiveness

 Abercrombie & Fitch v. Hunting World, 537 F.2d 4

E. Federal Trademark Registration System

1. Searching
2. Filing Bases/Filing Requirements

3. Registration Bases 

4. Concept of “Use”
a. Technical Trademark Use


Larry Harmon v. Williams, 929 F.2d 662

b. Analogous Trademark use

c. Constructive Use – 15 USC 1057(c)

d. Token Use

5. Examination Process
Warner Vision v. Empire, 101 F.3d 259

6. Substantive Bases of Refusal – 15 USC 1052

a. Likelihood of Confusion – 15 USC 1052(d)
Coach Services v. Triumph, 668 F.3d 1356

In re Covalinski, 113 USPQ2d 1166 

In re St. Helena Hospital, 2014 U.S. App. LEXIS 23564 

b. Merely Descriptive- 15 USC 1052 (e) 

Acquired Distinctiveness – 15 USC 1052(f)

Autodesk, Inc. v. Lee, 2014 U.S. Dist. LEXIS 154124 
c. Geographic Refusals – 15 USC 1052 (e)(2)(3)
In re California Innovations, 329 F.3d 1334

In re Newbridge Cutlery Co., 2015 U.S. App. LEXIS 615 

d. Scandalous/Disparaging/Falsely Suggest Connection – 15 USC 1052 (a)
Boston Red Sox v. Sherman, 88 USPQ2d 1581
e. Genericness

Bayer v. United Drug, 272 F. 505

f. Functionality


In re Howard Leight Industries, 80 USPQ2d 1507
g. Primarily Merely Surname
7. Trademark Trial and Appeal Board

a. Oppositions

b. Cancellations

c. Ex parte appeals

d. Appeals from decisions of Board

8. Maintenance Requirements – 15 USC 1058, 1059

a. Affidavits of use

b. Renewal

c. Madrid extensions of protection
F. Incontestability and Exceptions Thereto – 15 USC 1065
1. Park 'N Fly v. Dollar Park and Fly, 469 U.S. 189
2. Thrifty Rent-A-Car System v. Thrift Cars, 831 F.2d 1177
3. KP Permanent v. Lasting Impression, 543 U.S. 111
4. In re Bose, 580 F.3d 1240
G. Trademark Infringement

1. Pom Wonderful v. Hubbard, 2014 U.S. App. LEXIS 24598

2. Mobil Oil v. Pegasus, 818 F.2d 254

3.   Network Automation v. Advanced Systems, 638 F.3d 1137

4.   New Kids on the Block v. News America, 971 F.2d 302
5. Rogers v. Grimaldi, 875 F.2d 994
6. Reverse Confusion
H. Trade Dress Infringement

1. Two Pesos v. Taco Cabana, 505 U.S. 763
2. Wal-Mart v. Samara, 529 U.S. 205

3. TrafFix Devices v. Marketing Displays, 532 U.S. 23
I. False Advertising
Eastman Chemical Co. v. Plasti Pure Inc., 113 USPQ2d 1405


J. Secondary Liability

Tiffany v. eBay, 600 F.3d 93
K. Relief

1. Monetary Relief/Attorneys’ Fees – 15 USC 1117

2. Injunctions


Herb Reed Enterprises v. Florida Entertainment, 736 F.3d 1239

L. Abandonment

1. Silverman v. CBS, 870 F.2d 40
2. Barcamerica Int'l v. Tyfield, 289 F.3d 589

M. Dilution – 15 USC 1125 (c)
Starbucks v. Wolfe's, 588 F.3d 97
N. Domain Name Disputes

1. Anticybersquatting Consumer Protection Act – 15 USC 1125 (d)

Lucas Nursery v. Grosse, 359 F.3d 806
2. Uniform Dispute Resolution Policy

O. Right of Publicity

1. White v. Samsung, 971 F.2d 1395

2. Comedy III Productions v. Saderup, 25 Cal. 4th 387
P. Counterfeiting – 15 USC 1116 (d)(1); 18 USC 2320

U.S. v. Torkington, 812 F.2d 1347
Q. International Issues
1. Protection of Well-Known Marks

a. Paris Convention, Article 6 bis

b. Poleteria La Michoacana Inc. v. Productos Lacteos Tocumbo SA, 2014 U.S. Dist. LEXIS 135130

2.    In re Rath, 402 F.3d 1207
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